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- The MAILING DATE of this c mmunication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to connmunication(s) filed on . 



2a)\3 This action Is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) 11 and 12 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-10 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) K Claim(s) 1 1 and 12 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 06 March 2002 is/are: a)Kl accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: 3)0 approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)IElAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C, §§ 120 and/or 121 . 
Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) 13 Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 6) □ Other: 
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RESTRICTION REQUIREMENT 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-10, drawn to a lubricating composition, classified in class 508, subclass 
583. 

II. Claims 1 1 and 12, drawn to a mounted assembly of a tire, rim, and safety support 
using the lubricating composition, classified in class 152, subclass 521. 

The inventions are distinct, each fi-om the other because of the following reasons: 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the product as claimed can be used in a materially different 
process of using such as using the lubricant composition in an anti-fiiction article such as a 
bearing or drawer slide. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

During a telephone conversation with primary examiner Adrienne C, Johnstone and 
Rochelle Seide on March 14, 2003 a provisional election was made with traverse to prosecute the 
invention of Group I, claims 1-10. Affirmation of this election must be made by applicant in 



Application/Control Number: 10/092,041 Page 3 

Art Unit: 1764 

replying to this Office action. Claims 1 1 and 12 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compUance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
appHcation. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conger et al 
(4,036,765) in combination with Kuan et al (4,045,362). 

Conger et al ["Conger"] disclose a lubricant for use with a pneumatic tire wheel assembly 
containing a run-flat device to permit the tire to run at least 50 miles at 50 mph in the deflated 
condition. The lubricant composition comprises a mixture of 2 to 60 parts of fatty acid having 
from 12 to 24 carbon atoms, 0 to 45 parts metal saop of a fatty acid having from 12 to 24 carbon 
atoms and 40 to 92 parts of a carrier such as water or a polyol including glycerol having a carbon 
to oxygen ratio less than 4 to 1. See colunm 1, line 39 to column 2, line 44. Applicants' open- 
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ended claim language "comprising" allows for the addition of other additives to the composition 
such as the fatty acid component of Conger. Applicants claimed lubricant differs by including a 
polysaccharide such as xanthan gum to the composition. However, Kuan et al [''Kuan*'] is added 
to show that such an additive is conventional in lubricants for tire wheel assemblies. 

Kuan discloses a lubricant for a pneumatic tire and wheel assembly where the lubricant 
functions primarily when the tire is being operated in the flat condition. The lubricant 
composition comprises water and polyols such as ethylene glycol as the carrier, and comprising 
small amounts as additives of a polyethylene oxide, a polysaccharide and other materials such as 
cellulose fibers. Kuan teaches that the water-soluble gums or polysaccharides are employed 
because of their low viscosity-temperature coefficient. See colimm 3, lines 25-46. Xanthan 
gum is listed in line 40. Kuan teaches that the polysaccharide may be added to the composition 
in an amount of about 0.05 to about 4 parts by weight. See column 3, lines 58-65. Thus having 
the prior art references before the inventors at the time the invention was made it would have 
been obvious to have added the polysaccharide component of Kuan to the tire lubricant 
composition of Conger if the additives known imparted properties were so desired. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen M McAvoy whose telephone number is (703) 308-2510. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (703) 308-6824. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




EMcAvoy 
May 9, 2003 



ApplicationyControl Number: 10/092,041 
Art Unit 1733 

DETAILED ACTION 

Eleetion/S^tsfictions 
L Kestriction to one of the following inventions is required under 35 U.S.C. 121: 

L Clajnis 1-10, drawn to a lubricating composition, classified in class 508, subclass 
110+. 

n. Claims 11 and 12, drawn to a mounted assembly of a tire, rim, and safety support 
using the lubricating composition, classified in class 152, subclass 521. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and 11 are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for usiag the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product as claimed can be used in a materially different 
process of using such as using the lubricant composition in an anti- friction article such as a 
bearing or drawer slide. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Rochelle Seide on March 14, 2003 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1- 10. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 11 and 12 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 
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5. AppUcant is reminded that upon the canceUation of claims to a non-elected invention, the 
inventorship must be amended in compUance with 37 CFB 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(i). 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adrienne G Johnstone whose telephone number is (703)308-2059. 
The examiuer can normally be reached on Monday-Friday, 10:00AM-6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner s 
supervisor, Michael Ball can be reached on (703)308-2058. The fax phone numbers for the 
oi^anization where this application or proceeding is assigned axe (703)872-9311 for regular 
communications and (703)872-9310 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)308-0661. 

Adrienne C. Johnstone 
Primary Examiner 
Art Unit 1733 

Adrienne Johnstone 
March 14, 2003 



